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LIMITE

PI 85

NOTE
from: General Secretariat of the Council
to: Working Party on Intellectual Property (Patents)
No. prev. doc. : 10958/03 PI 63
Subject : Revision of the European Patent Convention

- Consolidated/annotated text

Following discussions in the Working Party on 22/23 July and 4/5 September 2003, delegations will

find attached a consolidated/annotated version of the proposed amendments to the European Patent

Convention (EPC) in order to accommodate the Community Patent.

Please note that:

- as regards existing Articles of the EPC, the text used as the basis is the revised EPC of 2000;

changes in relation to that basis are indicated;

- as regards the proposed new Articles of the EPC, in particular the new Part IXa, the text used as

the basis is the one contained in the proposal submitted by the Greek Presidency (10958/03);

changes in relation to that basis are indicated.
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PART I

GENERAL AND INSTITUTIONAL PROVISIONS

Chapter I

General provisions

Article 1

European law for the grant of patents1

(1) This Convention establishes a system of law, common to the Contracting Parties, for the grant of

patents for invention.

(2) Contracting Party means a Contracting State or the European Community.

Article 2

European patent2

(Paragraphs 1 and 2 remain unchanged)

(3)(new) Notwithstanding the provision of paragraph 2, a European patent granted for the European

Community (hereafter “Community patent”) shall, within the territory of the European Community,

have the effect and be subject to the conditions laid down in the provisions adopted in application of

the Treaty establishing the European Community (hereafter “Community law”) and moreover in the

provisions of this Convention according to Community law. A European patent application in which

the European Community is designated shall be subject to this Convention, unless Community law

provides otherwise.3 4  5

Article 4a

                                                
1 DELETED
2 DELETED
3 DELETED
4 DELETED
5 DELETED
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Conference of representatives of the Contracting Parties

A conference of ministers from the Contracting States responsible for patent matters, and of

representatives6 of the European Community7, shall meet at least every five years to discuss issues

pertaining to the Organisation and the European patent system.

Chapter III

The European Patent Office

Article 15

Departments entrusted with the procedure

To carry out the procedures laid down in this Convention, the following shall be set up within the

European Patent Office:

a) a Receiving Section;

b) Search Divisions;

c) Examining Divisions;

ca)(new) an Administration Division for the Community patent ("Administration Division");

d) Opposition Divisions;

e) a Legal Division;

f) Boards of Appeal;

g) an Enlarged Board of Appeal.

                                                
6 DELETED
7 DELETED
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Article 21

Boards of Appeal8

(1) The Boards of Appeal shall be responsible for the examination of appeals from decisions of the

Receiving Section, the Examining Divisions, the Opposition Divisions, the Legal Division and

the Administration Division.

(Paragraphs 2 to 4 remain unchanged)

(5)(new) For appeals from a decision of the Administration Division, a Board of Appeal shall consist

of three legally qualified members.9

Article 24a(new)

Consistent interpretation10

With regard to the interpretation and application of this Convention, the European Patent Office shall

take due account of the principles deriving from any judgement of the Court of Justice of the European

Communities concerning the interpretation of this Convention or of such provisions of Community law

which are identical in substance to the provisions of this Convention.

                                                
8 DELETED
9 DELETED
10 DELETED
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Article 25

Technical opinion

At the request of the competent [...] court hearing an infringement or revocation action, or11  examining

a request for a compulsory licence, the European Patent Office shall be obliged, on payment of an

appropriate fee, to give a technical opinion concerning the European patent or the Community Patent

which is the subject of such action or request. The Examining Division shall be responsible for issuing

such opinions.

Chapter IV

The Administrative Council

Article 33

Competence of the Administrative Council in certain cases

(1) Subject to Article 149m, the Administrative Council shall be competent to amend:

a) the time limits laid down in this Convention;

b) Parts II to VIII, IXa12 and Part X of this Convention, to bring them into line with an
international treaty relating to patents or with  Community law relating to patents;

c) subject to Articles 149f and 149g, the Implementing Regulations.

(Paragraphs 2 to 5 remain unchanged)

                                                
11 DELETED
12 DELETED
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Article 34

Voting rights

(1) The right to vote in the Administrative Council shall be restricted to the Contracting Parties.

(2) Each Contracting State  shall have one vote, except where Article 36 applies.

(3)(new) The European Community may take part in the vote in place of its Member States. In such

case, it shall have the number of votes, which equates to the number of votes of its Member

States. The European Community shall not take part in the ballot if one of its Member States

exercises its right to vote, and vice versa.13

Article 35

Voting rules

(1) The Administrative Council shall take its decisions, other than those referred to in paragraphs 2

and 3, by a simple majority of the votes cast.

(2) A majority of three quarters of the votes  cast  shall be required for the decisions which the

Administrative Council is empowered to take under Article 7, Article 11(1), Article 33(1)(a) and

(c) and (2) to (4), Article 39(1), Article 39a, Article 40(2) and (4), Article 46, Article 134a,

Article 149a(2), Article 152, Article 153(7), Article 166 and Article 172.

(Paragraphs 3 and 4 remain unchanged)

                                                
13 DELETED
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Chapter V

Financial provisions

Article 37

Budgetary funding

The budget of the Organisation shall be financed:

a) by the Organisation's own resources;

b) by payments made by the Contracting States in respect of renewal fees for European patents
levied in these States;

ba)(new) by the amounts retained by the Organisation from renewal fees paid for Community
patents;

c) where necessary, by special financial contributions made by the Contracting States;

d) where appropriate, by the revenue provided for in Article 146;

e) where appropriate, and for tangible assets only, by third-party borrowings secured on land or
buildings;

f) where appropriate, by third party funding for specific projects.
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Article 39a(new)

Amounts retained by the Organisation from renewal fees paid for Community patents

By way of derogation from Articles 39, 146 and 147,14 the Organisation shall retain from each renewal

fee paid for   a Community patent an amount equal to a proportion of that fee, to be fixed by the

Administrative Council subject to a favourable opinion of the Select Committee of the Administrative

Council.15 The proportion shall not be less than 50 per cent16 17. The decision of the Administrative

Council shall take due account of the tasks performed by the Administration Division.

Article 59

Multiple applicants

A European patent application may also be filed either by joint applicants or by two or more applicants

designating different Contracting Parties. In respect of the territory of the European Community, two

or more applicants shall be deemed to be joint applicants.

                                                
14 DELETED
15 DELETED
16 DELETED
17 DELETED
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PART II

SUBSTANTIVE PATENT LAW

Chapter III

Effects of the European patent and the European patent application

Article 63

Term of the European patent

(Paragraphs 1 and 2 remain unchanged)

(3) Paragraph 2 shall apply mutatis mutandis to:

a)     Community patents;

b) European patents granted jointly for any group of Contracting States in accordance with
Article 142.

(3a)(new) (Merged with paragraph 3 above)

(4) A Contracting Party which makes provision for extension of the term or corresponding protection

under paragraph 2(b) may, in accordance with an agreement concluded with the Organisation,

entrust to the European Patent Office tasks associated with implementation of the relevant

provisions.18

Article 64

Rights conferred by a European patent

(1) A European patent shall, subject to the provisions of paragraph 2, confer on its proprietor from

the date on which the mention of its grant is published in the European Patent Bulletin, in each

Contracting State in respect of which it is granted, the same rights as would be conferred by a

                                                
18 DELETED
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national patent granted in that State. A  Community patent shall confer the rights laid down by

Community law.

(2) Unchanged

(3) Any infringement of a European patent shall be dealt with by national law or, in the case of a

Community patent, by Community law [...].

Article 65

Translation of the European patent

(1)  Subject to paragraph 1a, any Contracting State may ...(rest of paragraph 1 remains unchanged).

(1a)(new) The European Community may prescribe that the proprietor of a Community patent shall

supply to the European Patent Office translations of all the claims [...] of the patent as

granted, amended or limited into all or certain official languages of the European

Community, in accordance with and within the period determined by Community law.

Where such Community translation requirements apply, Member States of the European

Community shall not require translations under paragraph 1.19

(2) Any Contracting Party which has adopted provisions pursuant to paragraphs 1 or 1a may

prescribe that the proprietor of the patent must pay all or part of the costs of publication of such

translation within a period laid down by that Party.

(3) Any Contracting Party may prescribe that, in the event of failure to observe the provisions

adopted in accordance with paragraphs 1, 1a and 2 the European patent shall be deemed to be

void ab initio in respect of that Party.

                                                
19 DELETED
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Article 65a(new)

Conversion of a Community patent into European patent

The holder of the patent may opt for the Community Patent to be considered as a European Patent

designating one or more Member States of the European Union within the time limits specified under

Community law and under the conditions specified by the Implementing Regulations.

Article 67

Rights conferred by a European patent application after publication

(Paragraphs 1 to 3 remain unchanged)

(3a) (new) (previously new paragraph 5) The rights conferred by a European patent application

designating the European Community shall20 be governed by Community law.

(4) The European patent application shall be deemed never to have had the effects set out in

paragraphs 1, 2 and 3a when it has been withdrawn, deemed to be withdrawn or finally refused.

The same shall apply in respect of the effects of the European patent application in a Contracting

Party the designation of which is withdrawn or deemed to be withdrawn.

(5) (new) (became paragraph 3a above.)

21

                                                
20 DELETED
21 DELETED
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PART III

THE EUROPEAN PATENT APPLICATION

Chapter I

Filing and requirements of the European patent application

Article 79

Designation of Contracting Parties

(1) All the Contracting Parties at the time of filing of a European patent application shall be deemed

to be designated in the request for grant of a European patent.

(2) The designation of a Contracting Party may be subject to the payment of a designation fee.

(3) The designation of a Contracting Party may be withdrawn at any time up to the grant of the

European patent.

(4)(new) (Deleted).22

PART V

OPPOSITION AND LIMITATION PROCEDURE

Article 99

Opposition

(1) Unchanged

(2) The opposition shall apply to the European patent in all the Contracting Parties in which that

patent has effect.

(Paragraphs 3 and 4 remain unchanged)



12705/03 LK/mg                      EN        14
    DG C I                                                                              

PART VI

APPEALS PROCEDURE

Article 106

Decisions subject to appeal

(1) An appeal shall lie from decisions of the Receiving Section, Examining Divisions, Opposition

Divisions, the Legal Division and the Administration Division. It shall have suspensive effect.

(Paragraphs 2 and 3 remain unchanged)

PART VII

COMMON PROVISIONS

Chapter II

Information to the public or to official authorities

Article 131

Administrative and legal co-operation

(1) Unless this Convention, national law or Community law provide otherwise, the European Patent

Office, the competent courts or authorities of Contracting States and the competent bodies of the

European Community shall on request give assistance to each other by communicating

information or opening files for inspection. Where the European Patent Office makes files

available for inspection by courts, Public Prosecutors' Offices, central industrial property offices

or the competent bodies of the European Community, the inspection shall not be subject to the

restrictions laid down in Article 128.

(1a)(new) (Deleted).

(2) Unchanged

                                                
22 DELETED
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CHAPTER III

Representation

Article 139

Prior rights and rights arising on the same date

(1) Unchanged

(2) A national patent application and a national patent in a Contracting State shall have with regard

to a European patent designating that Contracting State the same prior right effect as if the

European patent were a national patent. A national patent application and a national patent in a

Member State of the European Community shall have with regard to a Community patent the

same prior right effect as if the Community patent were a national patent.23

(3) Unchanged

PART IXA(new)

SPECIFIC PROVISIONS  CONCERNING COMMUNITY PATENTS

Chapter I

General provisions

Article 149b(new)

Provisions applicable to the Community patent

The provisions of this Part shall apply to Community patents.

                                                
23 DELETED
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Article 149c(new)

Respect for Community law24

(1) The Administration Division for the Community Patent and the Select Committee of the

Administrative Council, in carrying out their tasks, shall respect Community law.

(2) Deleted.

(3) Deleted.

Chapter II

The Administration Division for the Community Patent

Article 149d(new)

General responsibility of the Administration Division

(1) The Administration Division shall be responsible for all acts of the European Patent Office

relating to Community  patents, insofar as those acts are not the responsibility of other

departments of the Office

(2) It shall report on its activities to the President of the Office.

                                                
24 DELETED
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Article 149e(new)

Filing and publication of translations

(1) The Administration Division shall be responsible for receiving and publishing the translations of

the claims of Community patents prescribed under Article 65 paragraph (1a).

(2) The Administration Division shall also be responsible for receiving and publishing translations of

Community patents supplied in accordance with the Implementing Regulations.25

Article 149f(new)

Community patent Register

(1) The European Patent Office shall keep a Community Patent Register in which the particulars

specified in the Implementing Regulations shall be recorded. The Community Patent Register

shall be open to public inspection.

(2) The Administration Division shall be responsible for all decisions in respect of entries to be made

in the Community Patent Register.

Article 149g(new)

Community Patent Bulletin

The Administration Division shall publish a Community Patent Bulletin containing the particulars the

publication of which is prescribed by the Implementing Regulations.

Article 149h(new)

Renewal Fees for Community Patents

(1) Renewal fees for Community patents shall be administered by the Administration Division, in

accordance with the Implementing Regulations.

                                                
25 DELETED
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(2) Income from such fees shall, after deduction of the amounts retained by the European Patent

Organisation pursuant to Article 39a, be distributed among the Member States of the European

Community in accordance with the distribution key determined under Community law.26

Article 149i(new)

Lapse

The Administration Division shall be responsible for declaring that a Community patent has lapsed in

accordance with Community law.27

Article 149j(new)

Failure to comply with time-limits.

In proceedings before the Administration Division Article 122 shall apply.

Chapter III

Select Committee of the Administrative Council

Article 149k(new)

General rules

(1) A Select Committee of the Administrative Council shall be set up. It shall be composed of

representatives of the European Community and representatives of all of its Member States.

                                                
26 DELETED
27 DELETED
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(2) The European Patent Office shall place at the disposal of this Committee such staff, premises and

equipment as may be necessary for the performance of its duties.

(3) The President of the Office shall take part in the deliberations of the Select Committee. He shall

be responsible for the activities of the Administration Division  to the Select Committee.

Article 149l(new)

Votes in the Select Committee

(1) In the Select Committee, the European Community and each Member State shall have one vote.

Article 36 shall not apply.

(2) Subject to paragraph 3, the Select Committee shall arrive at its decisions by the majority required

in Article 35(1).

(3)  Favourable opinions pursuant to Article 149m28 shall require the majority set out in

Article 35(2).

Article 149m(new)

Favourable opinion

A favourable opinion by the Select Committee shall be required as a precondition for allowing the

Administrative Council to reach decisions on the following:

a) the proportion of renewal fees referred to in Article 39a;29

b)  measures applying to budgetary matters relating to the Community patent;

                                                
28 DELETED
29 DELETED
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c) the Implementing Regulations relating to this Part.30

Article 149n(new)

Sole competence

The Select Committee of the Administrative Council shall be solely competent to adopt and amend:

a) its Rules of Procedure;

b) the particulars to be entered in the Community Patent Register and Bulletin under Article 149f
and 149g.31 32

PART X

INTERNATIONAL APPICATIONS UNDER THE PATENT COOPERAT ION TREATY -

EURO-PCT APPLICATIONS

Article 153

The European Patent Office as designated Office or as an elected Office

(1) The European Patent Office shall be:

a) a designated Office for the European Community [...] or for those Contracting States

party to this Convention in respect of which the Patent Cooperation Treaty has entered

into force and which are designated in the international application if the applicant

indicates that he wishes to obtain a European patent, and

                                                
30 DELETED
31 DELETED
32 DELETED
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b) an elected Office if the applicant has elected a designated Office pursuant to

subparagraph a).

Paragraphs 2 to 7 remain unchanged.

PART XII

FINAL PROVISIONS

Article 166

Accession

(1) This Convention shall be open to accession by:

a) the States referred to in Article 165, paragraph 1;

b) any other European State at the invitation of the Administrative Council;

c)(new) the European Community.

(2) Any Contracting Party, which [...] has ceased to be so as a result of the application of Article

172, paragraph 4, may again become a party to the Convention by acceding to it.

(3) Unchanged

Article 175

Preservation of acquired rights

(1) In the event of a Contracting Party ceasing to be party to this Convention in accordance with

Article 172, paragraph 4, or Article 174, rights already acquired pursuant to this Convention

shall not be impaired.

(2) A European patent application which is pending when a designated Contracting Party ceases

to be party to the Convention shall be processed by the European Patent Office, as far as that

Contracting Party is concerned, as if the Convention in force thereafter were applicable to that

Contracting Party.
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(3) Unchanged

(4) This Article shall not affect the right of a former Contracting Party to treat any European patent

in accordance with the text of the Convention which applied to it.

Article 178

Transmission and notifications

(Paragraphs 1 to 3 remain unchanged)

(4)(new) Paragraphs 1 and 2 shall apply mutatis mutandis to the European Community.

Supplementary provision to be foreseen in the Revision Act

New Article (..)

Technical adaptations

In the following provisions of the Convention the terms "Contracting State" or "Contracting States"

are replaced by "Contracting Party" or "Contracting Parties" respectively: Articles 3, 26 (1), 29 (5),

34 (1) and (2), 35 (1), 37 (c); 76 (2); 105b (3); 118; 125; 138 (1); 172 (1) to (4); 173 (1) and (2);

174; 175 (1); 176 (1) and (2).33

                                                
33 DELETED
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(New) ANNEX CONCERNING THE ESTABLISHED BODY OF COMM UNITY LAW IN

RELATION TO PATENTS

The Community law referred to in Article 149c (2) of the European Patent Convention comprises,

in particular the following measures:

a) Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal

protection of biotechnological inventions;

b) Directive …./../EC of the European Parliament and of the Council of (…) on the legal

protection of computer implemented inventions;

c) Council Regulation (EC) No   /   of (...)  on the Community patent.
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PROTOCOL ON CENTRALISATION

SECTION IVA(new)34

(1) The Administrative Council may entrust the central industrial property office of a

Contracting State having an official language other than any official language of the

European Patent Office with search work in respect of European patent applications filed in

its official language, to be carried out in that language, if the applicant so requests.35

(2) (a) The Administrative Council may entrust the central industrial property office of a

Contracting State having an official language in common with the official languages of

the European Patent Office and having prior experience of co-operation with the

European Patent Office in carrying out search work in respect of European patent

applications, where this is necessary to maintain a critical mass of work needed by that

office.

(b) The Administrative Council may, after consulting the President of the European Patent

Office, entrust the central industrial property office of any Contracting State with search

work in respect of European patent applications, where this is necessary to meet any

severe problems of capacity of the European Patent Office.

                                                
34 DELETED
35 DELETED
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(3) (a) All search work entrusted to a central industrial property office of a Contracting State

under paragraphs 1 and 2 shall be carried out in accordance with the terms of a

partnership agreement concluded between the Organisation and that office, and shall be

carried out on behalf and under the responsibility of the European Patent Office.

(b) All partnership agreements shall include common criteria for quality assurance which

have to be complied with by the central industrial property offices to ensure that all

search work carried out by them meets the same quality standards as are applied to such

work carried out by the European Patent Office. Compliance with the common criteria

for quality assurance shall be subject to independent periodic review.

(4) Nothing in this section shall affect the right of the applicant to request that his European

patent application be processed entirely by the European Patent Office.

________________________


